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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

SCHERING CORPORATION,
Opposer,
Opposition No.: 91/180,212
V.
App’n Serial No. 77/070,074
IDEA AG,
Mark: DIRACTIN
Applicant.

The Trademark Trial and Appeal Board
P.O. Box 1451
Alexandria, VA 22313-1451

APPLICANT’S OPPOSITION TO OPPOSER’S MOTION TO COMPEL
DISCOVERY RESPONSES AND MOTION TO TEST SUFFICIENCY OF
RESPONSES

AND

APPLICANT’S MOTION FOR MODIFICATION OF THE BOARD’S
STANDARD PROTECTIVE ORDER (TBMP § 412.02(a))

L. INTRODUCTION

Applicant IDEA AG (“Applicant”) hereby respectfully opposes the motion of
Opposer Schering Corporation (“Opposer”) to compel Applicant to provide additional
responses to certain interrogatories and requests for production, and to test the sufficiency

of Applicant’s responses to certain requests for admission.
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As explained in detail below, Opposer failed to even attempt to confer on the
purported issues raises in its motion prior to filing it. Moreover, Applicant has already
provided adequate responses to the discovery in question, in compliance with the
requirements of the Trademark Rules and the Federal Rules of Civil Procedure. Much of
Opposer’s requested discovery is, however, plainly overreaching and even harassing in
nature, and, contrary to otherwise sound professional practice before the Board, is
designed to garner information that is plainly irrelevant, privileged, and/or otherwise not
susceptible to discovery in this action. Applicant considers that the scope of the present
opposition should be properly restricted to examining why the mark “DIRACTIN”
(“Mark”™) should be refused from registration.

Unfortunately, the scope of Opposer’s requests far exceeds the scope of the issues
presented in these proceedings; Applicant firmly believes that Opposer’s overbroad and,
at times, completely irrelevant, discovery inquiries improperly aim to obtain confidential
and/or privileged information about Applicant’s business activities, with the specific aim
of hindering Applicant’s ability to lawfully market product in the United States.

Whatever Opposer’s motivations may be, Applicant’s discovery responses indeed
set forth valid objections that clearly demarcate the limits of permissible discovery.

Opposer’s Motion must therefore be denied.

II. LEGAL ARGUMENT

A. Opposer Failed to Confer With Applicant, or Make Any Good Faith
Attempt to Do So, Prior to Filing Its Motion

As a preliminary matter, Opposer’s motion must be approached in its proper
context. Regrettably, Opposer improperly ignored the scope and spirit of the applicable

Trademark Rules, by rushing to file the motion of September 29, 2008 (“Opposer’s
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Motion”), before conferring with Applicant’s counsel in a good faith attempt to resolve
any of the outstanding issues. Opposer’s statement to the contrary is unsupportable.

On August 18, 2008, Applicant timely served substantive responses and
objections to Opposer’s numerous discovery requests. (Opposer’s Motion at 2.) While
the parties had engaged in previous negotiations concerning the proper scope of a
protective order' in this case (id. at 2-3), Opposer’s first articulation of its position as to
all other discovery issues was set forth in a letter sent by Opposer’s counsel to
Applicant’s counsel via U.S. Mail, purportedly dated September 12, 2008 (id. at 3 &
Exhibit 12), nearly one full month following receipt of Applicant’s responses. While
Opposer’s counsel could have easily sent an initial courtesy copy of this letter by email or
facsimile (as common practice would dictate), it did not, and as a result, Applicant’s
counsel did not receive the letter until September 22, 2008. That same day, immediately
following receipt of said letter, Applicant’s counsel immediately contacted Opposer’s
counsel to schedule a substantive discussion of the issues in a good faith attempt to reach
agreement or settlement wherever possible. (See id. at 3.) However, counsel on both
sides were unable to coordinate their schedules to discuss these matters until the
following week, by which time Opposer had already filed its motion, on September 29,
2008. Opposer thus single-handedly frustrated any potential efforts for resolving the
issues, and possibly eliminating the need for Opposer’s Motion to be filed in the first
place.

These circumstances plainly represent a complete failure of Opposer to engage in,
or even attempt to engage in, a proper conferral regarding this motion prior to filing it,
thus violating the strict requirements of Trademark Rule 2.120(e)(1). See also Fed. R.

Civ. P. 37(a)(1). Opposer has had Applicant’s discovery responses since August 18,

! Incorporated herein is Applicant’s own motion to modify the Board’s Standard Protective Order in
this case. (Seesection 11.C., below.)
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2008 (Opposer’s Motion at 2); there is absolutely no reasonable justification for waiting
nearly one full month, until September 12, 2008, to raise any discovery issues (by
sending a letter that was not received until September 22), and then complaining that the
impending opening of Opposer’s first testimony period “required” that Opposer file a
motion without first making a good faith attempt to confer on the issues. (See id. at 4.)
This assertion is completely false, and reflects that Opposer is either inadequately
attending to these proceedings in a timely matter, or is purposefully interjecting delay so
as to custom-tailor the timing of these proceedings to its own benefit. Opposer’s
complete failure to confer, or to preserve sufficient time to do so prior to the opening of
the testimony period, is clearly due to its own inaction, and works to the disadvantage of

Applicant, and thus provides ample justification for the Board to deny the instant motion.

B. Opposer’s Motion Has No Substantive Merit

The instant discovery motion sharply criticizes Applicant’s valid objections as to
relevance and privilege,” which are intertwined with an overarching issue involving the
proper scope of a protective order in this case.

Briefly summarized (with additional detail below), Applicant’s positions on the

primary issues are as follows:

e Discovery relating to “first use” is completely irrelevant to an opposition
proceeding such as the instant one, in which priority is not at issue. Similarly,
discovery regarding later “use” is necessarily irrelevant in an opposition to an
intent-to-use application under Section 1(b) of the Trademark Act, 15 U.S.C.

§ 1051(b), in which no actual use has been alleged in the application. In this

2 Since Opposer’s counsel failed to confer adequately with Applicant’s counsel prior to filing the
Motion, Applicant hesitates to characterize these proceedings as a “dispute.” Indeed, it is
entirely possible that conferring in good faith would have resulted in resolution of these
issues without motion practice. For purposes of responding to the Motion, Applicant must
treat the issues raised therein are “disputed” issues, but Applicant wishes to make clear that it
disagrees with that misleading characterization in the first instance.
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area, Opposer appears to have an ulterior motive of fishing for business
intelligence that has no probative value in this case.

e Regarding documents and communications subject to attorney-client privilege
and/or the work product doctrine, choice of law principles require the
application of the relevant German law to questions involving documents that,
if in existence, were created by Applicant’s German attorneys working in
Germany. Under German law, attorneys are strictly forbidden from disclosing
either the content or the existence of any communications between the
attorney and the client, extending to trademark search documents and/or
opinion letters relating thereto. Accordingly, should any such documents
exist, they cannot be produced or even identified in a privilege log, as such
identification would reveal the existence of the documents, and would further
subject the German attorneys involved to criminal sanctions under German
law for making this disclosure.

e As Opposer’s Motion faithfully indicates, the one, and only, subject of the
Motion that the parties have actually discussed in detail is the appropriate
scope and language of a protective order covering the substantial amount of
highly sensitive and proprietary business information that Opposer seeks from
Applicant. Because Opposer is now demanding unreasonable concessions
from Applicant in exchange for agreeing to a stipulation to modify the
Board’s Standard Protective Order, Applicant is compelled to seek the
Board’s intervention, which is required to vigorously protect the confidential
business activities of Applicant from being unnecessarily exposed. To ensure
protection, Applicant hereby makes its own motion to modify the Standard

Protective Order.
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C. A Modified Version of the Standard Protective Order is Completely
Warranted (TBMP § 412.02(a))

In response to the numerous requests propounded by Opposer relating to sensitive
commercial information of Applicant (which would not be available to Opposer through
any other means), Applicant’s counsel reviewed the Board’s Standard Protective Order
(“SPO”), and found it to be inadequate for this case. In particular, there are substantial
issues with clarity of the SPO, and virtually no protections in the form of post-proceeding
confidentiality obligations. (See further discussion in Exhs. 8-10 of Opposer’s Motion.)
Specifically, there is nothing in the SPO that impose a duty of confidentiality on Opposer
for any of the information it has requested of Applicant after conclusion of this
proceeding. This problem is exacerbated by the fact that Opposer has already gamed the
system in such a way as to frustrate any attempt by Applicant to obtain discovery from
Opposer. Thus, the risks associated with the SPO are, in this situation, completely one-
sided.

In what may be viewed as irony, Opposer’s law firm has gone on record as being
opposed to the Board’s SPO, especially where the parties are competitors. Opposer’s law
firm, in a letter it has posted on its own website, states that “the automatic entry of the
Board’s standard protective order will not provide adequate protection to confidential
information in a significant percentage of cases.” (See Exhibit A hereto.) This case clearly
involves competitors, and, as mentioned in other areas of this opposition, Opposer has
probed quite deeply into sensitive confidential information of Opposer, including a
significant number of requests that probe areas completely unrelated to any of the issues
in the present proceeding.
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Counsel for Applicant contacted counsel for Opposer to address these issues, in
an attempt to reach an amicable resolution. Opposer requested specific reasons for
changes being implemented, as well as red-line copies of all the changes made by
Applicant to the SPO. (See Opposer’s Motion, Exhs. 8-10.) Opposer largely conceded to
the changes made by Applicant, and even made a few additional corrections to help
improve the clarity of the standard protective order. (Id.) However, Opposer also added
a section entitled “Court Jurisdiction, Venue,” in which Applicant was to agree to both
jurisdiction in the district court of New Jersey for certain disputes between the parties,
and venue in New Jersey for virtually any dispute between the parties. Since Applicant
has no relationship with the forum unilaterally selected by Opposer, and more
importantly because that change was completely unrelated to the basic deficiencies in the
Board’s SPO, Applicant, understandably, rejected the counter-offer. Opposer, however,
then indicated that it would not agree to any modification of the SPO unless Applicant
agreed to Opposer’s onerous “Court Jurisdiction, Venue” provision. (Id.) Because that
section is patently unfair, and because Opposer expressly stated that it was unwilling to
budge, Applicant has been unable to resolve this issue, which has necessarily delayed
Applicant’s ability to produce materials to Opposer.

To resolve this issue, Applicant respectfully requests, pursuant to TBMP §
412.02(a), that the Board enter as an order the revised stipulated protective order attached
as Exhibit 8 to Opposer’s Motion.

"
"
"
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D. Applicable German Law on Attorney-Client Privilege Absolutely
Precludes Discovery of the Content or Existence of Any Attorney-
Client Communications

Applicant’s objections of attorney-client privilege and/or work product protection
require particular attention in this case, as the objections concern documents, advice and
information that, if in existence, are/were embodied in communications in Germany
between German attorneys and Applicant. These documents, advice and information are
subject to the strict German laws governing attorney-client privilege, under which the
privilege extends to both the content and the existence of the entirety of attorney-client
communications, including but not limited to trademark search documents (if any) and
search-related communications and opinions. Furthermore, as discussed below, a
German Patent and Trademark Attorney (“Patentanwalt”) is also subject to a strict
obligation to zealously maintain all client communications as secret, and risks criminal
sanctions by doing otherwise. Accordingly, Applicant cannot be compelled to disclose
the content or existence of any documents and/or communications that occurred or may
have passed between the Patentanwalt and their client.

Rule 501 of the Federal Rules of Evidence provides that questions of privilege are
decided under the common law. Astra Aktiebolag v. Andrx Pharms., Inc., 208 ER.D. 92,
97 (S.D.N.Y. 2002) (applying German law to sustain claims of attorney-client privilege in
U.S. court). The “common law” applied under Rule 501 includes “choice of law”
principles. Id. Where, as here, alleged privileged communications take place in a foreign
country or involve foreign attorneys, the Federal Circuit defers to the law of the
jurisdiction “where the allegedly privileged relationship was entered into” (in this case,
Germany) or “the place in which that relationship was centered at the time the
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communication was sent” (again, Germany). Id. at 98. Thus, letters between a party’s in-
house counsel and outside counsel, all German, containing legal opinions and advice, are
subject to German laws of privilege and confidentiality. See id.

Another powerful holding in support of deference to German law on privilege in
the present case is McCook Metals L.L.C. v. Alcoa, Inc., 192 FER.D. 242, 257 (N.D. 1ll.
2000), where the court stated that ‘[u]nder German law, attorney-client privilege protects
“all communications between a German patent attorney and his client which occur in the
rendition of legal services for the client, the client and the attorney may refuse to disclose

299

such communications in a court proceeding” (citation omitted; emphasis added). See
also Santrade, Ltd. v. General Electric Co., 150 FER.D. 539, 547 (E.D.N.C. 1993); John
E. McCabe, Jr., “Attorney-Client Privilege And Work Product Immunity In Patent
Litigation” in 2001 Intellectual Property Law Update, edited by Anthony B. Askew and
Elizabeth C. Jacobs, Aspen Law & Business, $3.01[C][2][b][3].

For definitional purposes, a Patentanwalt is entitled to represent clients in
litigation matters before various German Federal Courts in matters arising from the
German Patent Act, German trademark law, and in other proceedings where the case
involves a question involving an industrial property right.’ For the avoidance of any
doubt, the recognized protections of German law extending to attorney-client
communications involving a Patentanwalt are not restricted to matters involving only a

German patent (or application therefor). Section 3, paragraph 2 of the

Patentanwaltsordung (“Regulations Governing the Conduct of German Patent Attorneys”

3 See: PatAnwO §4(1), Exhibit B.1 hereto. A Patentanwalt may act in litigation
(“Rechtsstreitigkeiten”), where the claim arises out of the German Patent laws
(“Patentgesetz”) or trademark laws (“Markengestz”) before the German Patent Courts.

Opposition No. 91180212
Application Serial. No. 77/070,074
Atty. Docket No. 108-007TUS

Page Page 9 of of 30



or PatAnwO) concerns “Legal Advice and Representation™ and explicitly recognizes that
a Patentanwalt is empowered to “advise others or to represent them against third parties”
(“zu beraten und Dritten gegeniiber zu vertreten”) in matters concerning the acquisition,
maintenance, defense, and challenging of “a trademark or another symbol protectable
under the German trademark laws....”(*“...einer Marke oder eines anderen nach dem
Markengesetz geschiitzten Kennzeichens....”). The above-quoted German text can be
found in the relevant section of the PatAnwO (Exhibit B.1 hereto) and in the
accompanying English translation included therein. Accordingly, any privilege or other
legal provisions pertaining to the governance of Patentanwalt conduct covers the entirety
of a Patentanwalt’s scope of recognized professional practice, including activities relating
to trademark protection and related advice given to the client in the context of the
attorney-client relationship. (See Declaration of Dr. Martin Grund [“Grund Decl.”], { 4,
attached hereto as Exhibit B).

The rules of professional ethics, privilege, and discipline governing the conduct of
a Patentanwalt are administered by the German Patent Attorney Chamber
(“Patentanwaltskammer”) and are enforceable by the German courts. Such rules are
similar to those governing the conduct of a German attorney at law (“Rechtsanwalt”), and
dictate that a Patentanwalt: (i) is bound to strict secrecy regarding client information,
extending to everything that has come to his knowledge while performing in his
professional capacity” (see Grund Decl., { 4); and (ii) has the right to exercise a

testimonial privilege by refusing testimony for “personal reasons” during civil

* See PatAnwO, §39a (Exhibit B.1). The English translation provided with the exhibit was generously
provided by the Patentanwaltskammer (German Patent Attorney Bar Association, Munich,
Germany) to Dr. Martin Grund on October 6, 2008.
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proceedings (§383 ZPO)’ and in criminal proceedings (§53 StPO)° (see Grund Decl., ]
7). Breach of this strict rule of secrecy by a Patentanwalt, in particular where the secret
concerns business or operations information which is disclosed in confidence to the
Patentanwalt, or otherwise became known during the course of the attorney-client
relationship, is treated harshly under German law, and is considered to be a criminal
offense punishable by a fine or a prison sentence not exceeding one year (§203 StGB).
(See Grund Decl.. { 8.) Similar to public policies underlying parallel U.S. practices, it is
self-evident that these provisions are in place to encourage a free and forthright exchange
of information between the German Patentanwalt and the client.

To summarize, German courts may not compel such attorneys or agents to
produce or disclose those communications, whether written or oral. Astra Aktiebolag,
supra, at 98. Under German law®, attorney-client privilege protects “all communications
between a German patent attorney and his client which occur in the rendition of legal
services for the client, [and] the client and the attorney may refuse to disclose such

communications in a court proceeding.” McCook Metals L.L.C. v. Alcoa, Inc., 192 FR.D.

5 See ZPO (German Code of Civil Procedure) §383, governing a person that has been entrusted with
information where secrecy is mandatory in view of their “appointment, status, or trade,”
which governs confidential client information received by a person having a status as a
Patentanwalt. (Exhibit B.1.)

¢ See StPO (German Code of Criminal Procedure) §53, which specifies that patent attorneys may

refuse to give evidence during criminal proceedings for “professional reasons.” (Exhibit
B.1.)

7See StGB (German Criminal Code) §203. (Exhibit B.1.)

8 “Under Fed. R. Civ. P. 44.1, although the parties may present evidence as to the substance of
foreign law, the court may conduct its own research on foreign law, and its ruling on what
foreign law requires is deemed a ruling of law. See 5 James Wm. Moore, et al., Moore’s Federal
Practice, P 44.1.01]2] at 44.1-3 to -4 (2d ed. 1992). Thus, it is not necessarily the case that the
plaintiffs here bear a burden of proof on this issue....” Golden Trade v. Lee Apparel Co., 143
FR.D. 514, 524 n. 5 (S.D.N.Y. 1992).

Opposition No. 91180212
Application Serial. No. 77/070,074
Atty. Docket No. 108-007TUS

Page Page 11 of of 30



242,257 (N.D. IlI. 2000) (emphasis added); see also Santrade, Ltd. v. General Electric
Co., 150 FR.D. 539, 547 (E.D.N.C. 1993).

E. Applicant has Properly Responded to all Discovery Requests
Propounded by Opposer

Addressing the individual discovery requests’ in issue, Applicant further opposes

Opposer’s Motion on the following specific grounds:

1. INTERROGATORIES

Interrogatory No. 4

Applicant’s substantive response to this interrogatory is already complete,
indicating simply that there are no non-privileged documents in IDEA’s custody,
possession and control that are responsive to this interrogatory. To the extent that
Opposer demands a privilege log, Fed. R. Civ. P. 26(b)(5) includes an important carve-
out: a responding party need not, in making a privilege log, reveal information that is
itself privileged. German law, which is controlling in this instance under applicable
comity and choice of law principles, dictates that both the content and the existence of
any such document is strictly privileged and subject to stringent secrecy obligations. (See
Section II.D., above.)

In addition, this Interrogatory clearly requests sensitive and proprietary business
information of Applicant. Even if the Board were to disregard the significant privilege
issue, identification of these kinds of documents would have to occur under the protection
of a suitable protective order. There is no such suitable protective order in place, as the
SPO (as discussed above) is completely insufficient in adequately safeguarding
Applicant’s interests, especially since Applicant is located outside the United States.
Accordingly, Applicant respectfully moves the Board to approve Applicant’s proposed
modification of the Standard Protective Order (“SPO”), as requested in Section I1.C.,
above, and for the reasons set forth therein.

Interrogatory No. 8

Applicant’s objection as to relevance is valid because discovery concerning the
“date of first use” (if any) is necessarily irrelevant to an opposition proceeding in which
priority is not atissue. Opposer’s mark TINACTIN was registered on November 24,
1964. (Exhibit 1.) Applicant’s 1(b) application was filed on December 22, 2006.
(Exhibit 2.) Given the elapsed time of over forty years, Applicant has no intention of
defending its application on grounds of priority. While “first use” information may be
generally discoverable, per TBMP § 414(5), the cases cited in that section to illustrate

9 Since Opposer has set forth the individual requests and responses verbatim in its Motion, for the
sake of brevity Applicant will not repeat that information here.
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that the general rule applies only to cases in which priority is at issue. See Georgia-
Pacific Corp. v. Great Plains Bag Co., 190 U.S.P.Q. 193, 195-96 (TTAB 1976) (first use
is “relevant to issue of priority”); Miller & Fink Corp. v. Servicemaster Hospital Corp.,
184 U.S.P.Q. 495, 496 (TTAB 1975) (first use information “goes to the veracity of [a]
claim of first use”). In the instant case, Applicant’s 1(b) application makes no claim of
first use, and priority is not at issue. Where priority is not at issue, plain logic dictates
that “first use” cannot be relevant.

Interrogatory No. 9

Applicant’s objection as to relevance is valid because discovery concerning the
“commencement of use” and/or resumption of use after a period of non-use (if any) is
automatically irrelevant to an opposition proceeding in which priority is not at issue.
(See Interrogatory No. 8, above.)

Interrogatory No. 10

Applicant’s substantive response speaks for itself: if no “sales, marketing,
advertising [or] promotion” under Applicant’s Mark have occurred in the United States,
as stated, then logically there can be no “person most knowledgeable” about those
activities.

In addition, Applicant’s objection as to relevance is valid because this is an
Opposition proceeding concerning a 1(b) (intent to use) application, where any alleged
“use” of the Mark has no probative value and would only be speculative. The topics of
“sales, marketing, advertising and promotion” fall under the heading of “use” of the
Mark. While such information may be generally discoverable in regard to 1(a) (actual
use) applications, the requested information has no pertinence to the prosecution of a 1(b)
application in which no “use” has been, or need yet be alleged.

Finally, Applicant stands by its other stated objections, which are not disputed in
Opposer’s Motion, such that Opposer has now waived the opportunity to do so.

Interrogatory No. 12

To the extent Applicant is aware of any publications, this Interrogatory is
duplicative of Interrogatory No. 11, which has already been answered (see Opposer’s
Motion, Exh. 4) — apparently to Opposer’s satisfaction, since Interrogatory No. 11 is not
at issue in the present Motion.

To the extent information regarding third party publications (if any) is sought,
Applicant maintains its objections of overbroad, unduly burdensome, etc. Such
information could come from an infinite number of sources, and is equally available to
Opposer.

To the extent this Interrogatory seeks information regarding Applicant’s own
“use” of the Mark, the objection as to relevance is valid because this is an Opposition
proceeding concerning a 1(b) (intent to use) application, where any alleged “use” of the
Mark has no probative value, since no allegation of use has been filed. (See Interrogatory
No. 10, above.).
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Interrogatory No. 13

Applicant’s objection as to relevance is valid because this is an Opposition
proceeding concerning a 1(b) (intent to use) application, where any alleged “use” of the
Mark has no probative value since no allegation of use has been filed. The topics of
“licenses, permissions [and] consents” fall under the heading of “use” of the Mark.
Accordingly, relevance has not been established. (See Interrogatory No. 10, above.)

In addition, this Interrogatory requests sensitive and proprietary business
information from Applicant. Even if the Board were to ignore the significant relevance
issues, identification of such documents would need to occur under the protection of a
suitable protective order. Applicant therefore moves the Board to approve Applicant’s
proposed modification of the Standard Protective Order (“SPO”), as requested in Section
II.C., above, and for the reasons set forth therein.

Finally, Applicant stands by its other stated objections, which are not disputed in
Opposer’s Motion, such that Opposer has now waived the opportunity to do so.

Interrogatory No. 14

Applicant’s objection as to relevance is valid because this is an Opposition
proceeding concerning a 1(b) (intent to use) application, where any alleged “use” of the
Mark has no probative value. The topic of “promotion” falls under the heading of “use”
of the Mark. (See Interrogatory No. 10, above.)

In addition, this interrogatory requests sensitive and proprietary business
information. Even if the Board were to ignore the significant relevance issues,
identification of such documents would need to occur under the protection of a suitable
protective order. Applicant therefore moves the Board to approve Applicant’s proposed
modification of the Standard Protective Order (“SPO”), as requested in Section I1.C.,
above, and for the reasons set forth therein.

Finally, Applicant stands by its other stated objections, which are not disputed in
Opposer’s Motion, such that Opposer has now waived the opportunity to do so.

Interrogatory No. 19

On its face, this interrogatory seeks information regarding a business relationship
to the extent that relationship “relates or pertains™ to the Mark. Applicant has adequately
responded that there is no such relationship. Now, Opposer’s Motion attempts to broaden
the facial language of the interrogatory by demanding information regarding “Applicant’s
business relationship” with the third-party entity irrespective of whether the Mark is
involved. This strays far beyond relevance, does not reflect the actual language of the
interrogatory, and is a particularly egregious attempt to discover potentially valuable (and
confidential) business information that has no relevance to these proceedings.

In addition, this interrogatory requests sensitive and proprietary business
information. Even if the Board were to ignore the significant relevance issues,
identification of such documents would need to occur under the protection of a suitable
protective order. Applicant therefore moves the Board to approve Applicant’s proposed
modification of the Standard Protective Order (“SPO”), as requested in Section I1.C.,
above, and for the reasons set forth therein.
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Finally, Applicant stands by its other stated objections, which are not disputed in
Opposer’s Motion, such that Opposer has now waived the opportunity to do so.

Interrogatory No. 20

On its face, this interrogatory seeks information regarding a business relationship
to the extent that relationship “relates or pertains™ to the Mark. Applicant has adequately
responded that there is no such relationship. Now, Opposer’s Motion attempts to broaden
the facial language of the interrogatory by demanding information regarding “Applicant’s
business relationship” with the third-party entity irrespective of whether the Mark is
involved. This strays far beyond relevance, does not reflect the actual language of the
interrogatory, and is a particularly egregious attempt to discover potentially valuable (and
confidential) business information that has no relevance to these proceedings.

In addition, this interrogatory requests sensitive and proprietary business
information. Even if the Board were to ignore the significant relevance issues,
identification of such documents would need to occur under the protection of a suitable
protective order. Applicant therefore moves the Board to approve Applicant’s proposed
modification of the Standard Protective Order (“SPO”), as requested in Section I1.C.,
above, and for the reasons set forth therein.

Finally, Applicant stands by its other stated objections, which are not disputed in
Opposer’s Motion, such that Opposer has now waived the opportunity to do so.

Interrogatory No. 22

The substantive response is complete, and speaks for itself.

2. DOCUMENT REQUESTS

Request No. 1

Opposer’s only argument is that a privilege log is required. However, Applicant
has not made any privilege-based objections. Since Opposer provides no other basis on
which a response should be compelled, the Motion must be denied as to this Request.

At any rate, Applicant’s objection as to relevance is valid because this is an
Opposition proceeding concerning a 1(b) (intent to use) application, where any alleged
“use” of the Mark has no probative value. The topic of “advertisements ... for goods
sold” falls under the heading of “use” of the Mark. (See Interrogatory No. 10, above.)

Applicant stands by all of its stated objections, none of which are disputed in
Opposer’s Motion, such that Opposer has now waived the opportunity to do so.

Request No. 2

Opposer’s only argument is that a privilege log is required. However, Applicant
has not made any privilege-based objections. Since Opposer provides no other basis on
which a response should be compelled, the Motion must be denied as to this Request.

At any rate, Applicant’s objection as to relevance is valid because this is an
Opposition proceeding concerning a 1(b) (intent to use) application, where any alleged
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“use” of the Mark has no probative value. The topic of “labels for goods sold” falls

under the heading of “use” of the Mark. (See Interrogatory No. 10, above.)
Applicant stands by all of its stated objections, none of which are disputed in

Opposer’s Motion, such that Opposer has now waived the opportunity to do so.

Request No. 3

Applicant’s objection as to relevance is valid because this is an Opposition
proceeding concerning a 1(b) (intent to use) application, where any alleged “use” of the
Mark has no probative value. The request expressly concerns “use” in the United States.
(See Interrogatory No. 10, above.)

Despite valid objections, Applicant’s response offers to produce documents under
a suitably modified protective order. That offer remains open. Applicant therefore
moves the Board to approve Applicant’s proposed modification of the Standard
Protective Order (“SPQO”), as requested in Section II.C., above, and for the reasons set
forth therein.

In the absence of the requested modification to the SPO, Applicant stands by all
its stated objections, most of which are not disputed in the Motion, such that Opposer has
now waived the opportunity to do so.

Request No. 4

The substantive response is complete, and speaks for itself.

In addition, Applicant’s objection as to relevance is valid because this is an
Opposition proceeding concerning a 1(b) (intent to use) application, where any alleged
“use” of the Mark has no probative value. The topic of “promoting sale and use” falls
under the heading of “use” of the Mark. (See Interrogatory No. 10, above.)

Applicant stands by all its stated objections, most of which are not disputed in the
Motion, such that Opposer has now waived the opportunity to do so.

Request No. 5

The substantive response is complete, and speaks for itself.

In addition, Applicant’s objection as to relevance is valid because this is an
Opposition proceeding concerning a 1(b) (intent to use) application, where any alleged
“use” of the Mark has no probative value. The topic of “promoting sale and use” falls
under the heading of “use” of the Mark. (See Interrogatory No. 10, above.)

Applicant stands by all its stated objections, most of which are not disputed in the
Motion, such that Opposer has now waived the opportunity to do so.

Request No. 6

The substantive response is complete, and speaks for itself.

At any rate, Applicant stands by all its stated objections, most of which are not
disputed in the Motion.

Since the Motion does not take issue with Applicant’s objections pursuant to
attorney-client privilege, Opposer has waived its opportunity to do so. However, in the
event that privileged documents may exist and the Board would wish to require a
privilege log, Fed. R. Civ. P. 26(b)(5) includes an important carve-out: a responding party
Opposition No. 91180212
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need not, in making a privilege log, reveal information that is itself privileged. German
law, which is controlling in this instance under applicable choice of law principles,
provides that both the content and the existence of such documents are strictly privileged.
(See section I1.D., above.)

Request No. 7

Applicant stands by all its stated objections, most of which are not disputed in the
Motion, such that Opposer has now waived the opportunity to do so.

In the event that privileged documents may exist and the Board would wish to
require a privilege log, Fed. R. Civ. P. 26(b)(5) includes an important carve-out: a
responding party need not, in making a privilege log, reveal information that is itself
privileged. German law, which is controlling in this instance under applicable choice of
law principles, provides that both the content and the existence of such documents are
strictly privileged. (See section II.D., above.)

In the event that the requested documents may exist, they would be sensitive and
proprietary. Even if the Board were to ignore the validity of Applicant’s other objections,
production (if any) would need to occur under the protection of a suitable protective
order. Applicant therefore moves the Board to approve Applicant’s proposed
modification of the Standard Protective Order (“SPO”), as requested in Section I1.C.,
above, and for the reasons set forth therein.

Request No. 8

Applicant’s objection as to relevance is valid because discovery concerning the
“date of first use” (if any) is necessarily irrelevant to an opposition proceeding in which
priority is not atissue. (See Interrogatory No. 8, above.)

In the event that privileged documents may exist and the Board would wish to
require a privilege log, Fed. R. Civ. P. 26(b)(5) includes an important carve-out: a
responding party need not, in making a privilege log, reveal information that is itself
privileged. German law, which is controlling in this instance under applicable choice of
law principles, provides that both the content and the existence of such documents are
strictly privileged. (See section II.D., above.)

In the event that the requested documents may exist, they would be sensitive and
proprietary. Even if the Board were to ignore the validity of Applicant’s other objections,
production (if any) would need to occur under the protection of a suitable protective
order. Applicant therefore moves the Board to approve Applicant’s proposed
modification of the Standard Protective Order (“SPO”), as requested in Section I1.C.,
above, and for the reasons set forth therein.

Request No. 9

Applicant’s objection as to relevance is valid because this is an Opposition
proceeding concerning a 1(b) (intent to use) application, where any alleged “continuous
use” of the Mark has no probative value. (See Interrogatory No. 10, above.)

In the event that privileged documents may exist and the Board would wish to
require a privilege log, Fed. R. Civ. P. 26(b)(5) includes an important carve-out: a
responding party need not, in making a privilege log, reveal information that is itself
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privileged. German law, which is controlling in this instance under applicable choice of
law principles, provides that both the content and the existence of such documents are
strictly privileged. (See section II.D., above.)

In the event that the requested documents may exist, they would be sensitive and
proprietary. Even if the Board were to ignore the validity of Applicant’s other objections,
production (if any) would need to occur under the protection of a suitable protective
order. Applicant therefore moves the Board to approve Applicant’s proposed
modification of the Standard Protective Order (“SPO”), as requested in Section I1.C.,
above, and for the reasons set forth therein.

Finally, Applicant stands by its other stated objections which are not disputed in
Opposer’s Motion, such that Opposer has now waived the opportunity to do so.

Request No. 10

The substantive response is complete, and speaks for itself.

In addition, this request is egregiously burdensome, overbroad, vague, and lacking
in specificity to the point of incomprehensibility. Documents “evidencing, relating or
referring to” a product has a virtually limitless scope.

Finally, Applicant stands by its other stated objections, most of which are not
disputed in Opposer’s Motion, such that Opposer has now waived the opportunity to do
SO.

Request No. 11

The substantive response is complete, and speaks for itself.

Further, Applicant stands by all its stated objections, most of which are not
disputed in Opposer’s Motion, such that Opposer has now waived the opportunity to do
SO.

Request No. 12

The substantive response is complete, and speaks for itself.

Further, Applicant stands by all its stated objections, most of which are not
disputed in Opposer’s Motion, such that Opposer has now waived the opportunity to do
SO.

Request No. 13

The substantive response is complete, and speaks for itself.

Further, Applicant stands by all its stated objections, most of which are not
disputed in Opposer’s Motion, such that Opposer has now waived the opportunity to do
SO.

Request No. 14

The substantive response is complete, and speaks for itself.

Further, Applicant stands by all its stated objections, most of which are not
disputed in Opposer’s Motion, such that Opposer has now waived the opportunity to do
SO.
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Request No. 15

While trademark search documents (if any) may be generally discoverable as
explained in TBMP § 414(6), they are not discoverable here. German law, which is
controlling in this instance under applicable choice of law principles, provides that both
the content and the existence (or non-existence) of search documents are strictly
privileged. To the extent that a privilege log may otherwise be required, Fed. R. Civ. P.
26(b)(5) includes an important carve-out which therefore applies here: a responding party
need not, in making a privilege log, reveal information that is itself privileged. Providing
a privilege log in this instance would be counter to the combined effect of applicable
(German) law and Fed. R. Civ. P. 26(b)(5). (See section I.D., above.)

Further, Applicant stands by all its stated objections, most of which are not
disputed in Opposer’s Motion, such that Opposer has now waived the opportunity to do
SO.

Request No. 16

The substantive response is complete, and speaks for itself.

Further, Applicant stands by all its stated objections, most of which are not
disputed in Opposer’s Motion, such that Opposer has now waived the opportunity to do
SO.

Request No. 17

The substantive response is complete, and speaks for itself.

Further, Applicant stands by all its stated objections, most of which are not
disputed in Opposer’s Motion, such that Opposer has now waived the opportunity to do
SO.

Request No. 18

The substantive response is complete, and speaks for itself.

Further, Applicant stands by all its stated objections, most of which are not
disputed in Opposer’s Motion, such that Opposer has now waived the opportunity to do
SO.

Request No. 19

The substantive response is complete, and speaks for itself.

Further, Applicant stands by all its stated objections, most of which are not
disputed in Opposer’s Motion, such that Opposer has now waived the opportunity to do
SO.

Request No. 20

The substantive response is complete, and speaks for itself.

Further, Applicant stands by all its stated objections, most of which are not
disputed in Opposer’s Motion, such that Opposer has now waived the opportunity to do
SO.
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Request No. 21

The substantive response is complete, and speaks for itself.

Further, Applicant stands by all its stated objections, most of which are not
disputed in Opposer’s Motion, such that Opposer has now waived the opportunity to do
SO.

Request No. 22

This request is egregiously burdensome, overbroad, vague, and lacking in
specificity to the point of incomprehensibility. A request for documents “evidencing,
relating or referring to” an entire company (or companies) has a virtually limitless scope.

In addition, Applicant’s objection as to relevance is valid because this is an
Opposition proceeding concerning a 1(b) (intent to use) application, where any alleged
“use” of the Mark has no probative value. The topics of importation and distribution fall
under the heading of “use” of the Mark. (See Interrogatory No. 10, above.)

Finally, Applicant stands by its other stated objections, most of which are not
disputed in Opposer’s Motion, such that Opposer has now waived the opportunity to do
SO.

Request No. 23

Despite valid objections, Applicant’s response offers to produce documents under
a suitably modified protective order. That offer remains open. Applicant therefore
moves the Board to approve Applicant’s proposed modification of the SPO, as requested
in Section I1.C., above, and for the reasons set forth therein.

Request No. 24

Applicant’s objection as to relevance is valid because this is an Opposition
proceeding concerning a 1(b) (intent to use) application, where any alleged “use” of the
Mark has no probative value. Licensing, if any has occurred, would be pertinent only to
potential “use” of the Mark. (See Interrogatory No. 10, above.)

In the event that the requested documents may exist, they would be sensitive and
proprietary. Even if the Board were to ignore the validity of Applicant’s other objections,
production (if any) would need to occur under the protection of a suitable protective
order. Applicant therefore moves the Board to approve Applicant’s proposed
modification of the Standard Protective Order (“SPO”), as requested in Section I1.C.,
above, and for the reasons set forth therein.

Finally, Applicant stands by its other stated objections, most of which are not
disputed in Opposer’s Motion, such that Opposer has now waived the opportunity to do
SO.

Request No. 25

This interrogatory seeks information regarding a business transaction (if any)
involving purchase of pharmaceutical compounds. Such a transaction, if it occurred,
strays far beyond relevance to anything related to trademark rights, and is a particularly
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